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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 


Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days vAW be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply wil), by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

Responsive to communication(s) filed on . 

2a)n This action is FINAL. 2b)l3 This action is non-final. 

3) n Since this application is in condition for allowance except for fonnal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Clainns 

4) ^ Claim(s) W is/are pending In the application. 

4a) Of the above claim(s) 3 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1.2 and 4-7 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 1^ The specification is objected to by the Examiner. 

10) S The drawing(s) filed on^^^ is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing{s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or fonm PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (0- 
a)n All b)D Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 


Attachment(s) 

1) ^ Notice of References Cited (PTO-892) 

2) n Notice of Draflsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement{s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date . 

U.S. Patent and Tiadennark Office 
PTOL-326 (Rev. 1-04) 


4) im Inten^lew Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) □ Notice of Informal Patent Application (PTO-152) 

6) 0 Other: . 
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Election/Restrictions 


Restriction to one of the following inventions is required under 35 U.S.C. 121: 


I. 


Claims 1-2 and 4-7, drawn to a sponge applicator, classified in class 118, subclass 


264. 


11. Claim 3, drawn to a method of making the sponge applicator, classified in class 
427, subclass 429. 

The inventions are distinct, each from the other because: 

Inventions II and I are related as process of making and product made. The inventions 
are distinct if either or both of the following can be shown: (1) that the process as claimed can be 
used to make other and materially different product or (2) that the product as claimed can be 
made by another and materially different process (MPEP § 806.05(f)). In the instant case, the 
product as claimed can be made by another and materially different process such as providing a 
non-porous or metallic backing plate adjacent the appUcator body. 

Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different classification, restriction for examination 
purposes as indicated is proper. 


During a telephone conversation with Mr. Roland on 2/24/05 a provisional election was 
made with traverse to prosecute the invention of Group I, claims 1-2 and 4-7. Affirmation of this 
election must be made by appUcant in replying to this Office action. Claim 3 is withdrawn from 
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further consideration by the examiner, 37 CFR 1. 142(b), as being drawn to a non-elected 
invention. 

Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1 .48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a request under 37 CFR 
1 .48(b) and by the fee required under 37 CFR 1 . 17(i). 

Drawings 

Figure 1 should be designated by a legend such as —Prior Art— because only that which 
is old is illustrated. See MPEP § 608.02(g). Corrected drawings in compliance with 37 CFR 
1. 121(d) are required in reply to the Office action to avoid abandonment of the application. The 
replacement sheet(s) should be labeled "Replacement Sheet" in the page header (as per 37 CFR 
1.84(c)) so as not to obstruct any portion of the drawing figures. If the changes are not accepted 
by the examiner, the apphcant will be notified and informed of any required corrective action in 
the next Office action. The objection to the drav^gs will not be held in abeyance. 

Specification 

The disclosure is objected to because of the following informaUties: 

On page 2, [0005], line 2, punctuation is missing between "bottle(lO) The". 

On page 2, [0007], line 2, punctuation is missing at the end of the sentence. 
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On page 4, [0001 1], line 3, punctuation is missing. 
Appropriate correction is required. 

Claim Rejections - 35 USC §112 
Claim 5 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 

In claim 5, it is unclear what is meant by "at least sponge coating applicators with one 
sponge coating applicators". Clarification is necessary. 

Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in pubUc use or on 
sale in Hiis country, more than one year prior to the date of appUcation for patent in the United States. 

Claims 1, 2, and 4-7 are rejected under 35 U.S.C. 102(b) as being anticipated by Peek 
(US 4,962,721). 

Peek teaches a sponge apphcator for coating selected portions of the outer surface of a 
container comprising an open cell foam (col. 5, lines 42-45) having surface sections (36, 38), at 
least one surface section (38) designed to contact a portion of the container, at least one sealed 
surface (32) for impeding flow of Uquid from the sponge and wherein the sponge has an internal 
porosity allowing for flow of liquid through the open cell structure of the sponge. 
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With respect to the inclusion of an additional sealed surface, see vertically disposed plate 
(not numbered) adjacent the container neck in Figs. 2 and 3. 

With respect to two unsealed surfaces, see the upper and lower portion of section (38), 
which separately coat the upper and lower section of the container. 

With respect to the container being a glass or plastic bottle, this Umitation has been given 
no patentable weight because it is the type of container intended to be used with the applicator. 
However, Peek recognizes the use of the appUcator for standard food and beverage containers 
(see col. 5, Unes 30-35) such that the glass or plastic bottle would be encompassed therein. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. The following patent discloses the state of the art with respect to sponge applicators 
for containers: MUler et al (US 5,242,497), Schmelzer (US 5,215,622), and Moors et al (US 
3,525,194). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Laura Edwards whose telephone number is (571) 272-1227. The 
examiner can normally be reached on Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Chris Fiorilla can be reached on (571) 272-1 187. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published appUcations 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center {EBC) at 866-217-9197 (toll-free). 



^.aura Edwards 
Primary Examiner 
Art Unit 1734 
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